United States District Court 



Northern District of New York 



A rro w Co mmuni c atio n Laboratories. In c . a nd 
T' resness Irr ev oc a bl e Patent Trust. 

Plai n tiffs and Countercla i m 
Defendants, 



John Mezzaungua associates. Inc.. 

Defendant and Counterclaim 
Plaintiff. 



Civil Acti o n No. 05-CV-1456 ( NAM /D E P) 
(Lead Case) 



Civil Action No. 05-CV-703 (NAM/DEP) 
(Member Case) 



UNITED STATES DISTRICT COURT 



ARROW COMMUNICATION- 
LAB O RAT OR IES. INC.. 



Plaintiff, 

-¥-. 



.101 IN MEZZAUNGUA — 
ASSOCI ATES, INC., d/b / a PPC. 



-Defendawtr- 



-C.A. N o .05 357 SLR 



•JOHN MEZ ZA LI NG U A 



ASSOCI ATES, INC., d/b/a PPC, 



■4 



-¥r- 



Gou nte r o laim P lainl i IT, — ) 

} 



AR R O W COMMUNICATION 



L A BO R ATO R IE S . INC., and- 



-1R ESN ESS PATEN T TRUST, 



F.IRST AMENDED ANSWER TO FIRST AMENDED COMPLAINT OF ARCOM AND 

COUNTERCLAIMS 



Defendant and Counterclaim Plaintiff, John Mezzalingua Associates, Inc., doing business 
as PPC ("PPC"), for its First Amended Answer to the First Amended Complaint of Plaintiff 
Arrow Communication Laboratories, Inc. alleges as follows: 

1 . ADMITS that Plaintiff has attempted to allege claims for patent infringement in 
its First Amended Complaint, but DENIES the merits and sufficiency of the claims asserted 
therein. 

2. DENIES KNOWLEDGE OR INFORMATION sufficient to form a belief as to 
the truth of the allegations contained in Paragraph 2 of the First Amended Complaint. 

3. ADMITS the allegations contained in Paragraph 3 of the First Amended 
Complaint. 

4. ADMITS the allegations contained in Paragraph 4 of the First Amended 
Complaint. 

5. ADMITS that while venue in the District of Delaware is technically proper, venue 
for this action ought to be in the Northern District of New York because (a) the District of 
Delaware has little to no connection with the asserted claims, (b) both Plaintiff and Defendant 
are headquartered in or around Syracuse, New York; (c) neither Plaintiff nor Defendant has a 
physical presence or office in the State of Delaware; (d) the accused products are manufactured 
in the Northern District of New York; (e) all alleged acts giving rise to Plaintiffs federal and 
state law claims occurred in the Northern District of New York and (f) the convenience of both 
party and nonparty witnesses weighs heavily in favor of transfer of this action to the Northern 
District of New York, and therefore Defendant DENIES any remaining allegations contained in 
Paragraph 5 of the First Amended Complaint. 
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6. ADMITS that the United States Patent and Trademark Office issued U.S. Patent 
No. 5,745,838 ('the '838 patent") on April 28, 1998, but DENIES that the '838 patent was duly 
issued or is valid or enforceable, and therefore denies any remaining allegations contained in 
Paragraph 6 of the First Amended Complaint. 

7. DENIES KNOWLEDGE OR INFORMATION sufficient to form a belief as to 
the truth of the allegations contained in Paragraph 7 of the First Amended Complaint. 

8. DENIES the allegations contained in Paragraph 8 of the First Amended 



Complaint. 
9. 

Complaint. 
10. 

Complaint. 
11. 



DENIES the allegations contained in Paragraph 9 of the First Amended 



DENIES the allegations contained in Paragraph 10 of the First Amended 



DENIES the allegations contained in Paragraph 1 1 of the First Amended 
Complaint. 

12. DENIES the allegations contained in Paragraph 12 of the First Amended 
Complaint. 

13. DENIES the allegations contained in Paragraph 13 of the First Amended 
Complaint. 

14. ADMITS that the United States Patent and Trademark Office issued U.S. Patent 
No. 6,674,343 ("the '343 patent") but DENIES that the '343 patent was duly issued or is valid or 
enforceable, and therefore denies any remaining allegations contained in Paragraph 14 of the 
First Amended Complaint. 
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15. DENIES KNOWLEDGE OR INFORMATION sufficient to form a belief as to 
the truth of the allegations contained in Paragraph 15 of the First Amended Complaint. 

16. DENIES the allegations contained in Paragraph 16 of the First Amended 
Complaint. 

17. DENIES the allegations contained in Paragraph 17 of the First Amended 
Complaint. 

1 8. DENIES the allegations contained in Paragraph 1 8 of the First Amended 
Complaint. 

19. DENIES the allegations contained in Paragraph 19 of the First Amended 
Complaint. 

20. DENIES the allegations contained in Paragraph 20 of the First Amended 
Complaint. 

21 . The First Amended Complaint has no Paragraph 21 in the version served upon 
Defendant. 

22. PPC has moved to dismiss the claim entitled Breach of Contract for failing to 
state a claim for which relief can be granted and therefore does not respond to the allegations of 
Paragraphs 22-27 of the Amended Counterclaim at this time. 

23. PPC has moved to dismiss the claim entitled Fraud for failing to state a claim for 
which relief can be granted and therefore does not respond to the allegations of Paragraphs 22-3 1 
of the Amended Counterclaim at this time. 

24. PPC has moved to dismiss the claim entitled Unjust Enrichment for failing to 
state a claim for which relief can be granted and therefore does not respond to the allegations of 
Paragraphs 22-33 of the Amended Counterclaim at this time. 
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AS A FIRST AFFIRMATIVE DEFENSE 

25. Plaintiffs Complaint fails to state a claim upon which relief may be granted. 

AS A SECOND AFFIRMATIVE DEFENSE 

26. The claims of the '838 patent and/or the '343 patent are invalid for failing to 
satisfy the requirements for patentability set forth in Title 35 of the United States Code, including 
but not limited to 35 U.S.C. §§ 101, 102, 103, 112, 132 and 305. 

AS A THIRD AFFIRMATIVE DEFENSE 

27. No product of Defendant has infringed any valid claim of the '838 patent and/or 
the '343 patent. 

AS A FOURTH AFFIRMATIVE DEFENSE 

28. Plaintiffs claims for damages is limited for its failure to mark its product with 
sufficient notice under 35 U.S.C. § 287. 

AS A FIFTH AFFIRMATIVE DEFENSE 

29. Plaintiffs claims are barred, in whole or in part, by the doctrine of laches. 

AS A SIXTH AFFIRMATIVE DEFENSE 

30. Upon information and belief, Plaintiff lacks standing to assert this claim against 
Defendant. 

31. Venue of t hi s act ion o u ght t o be4mn#ferfe d to th e Northern District of N e w Y orit 
b e ca u se ( a) the District of Del awar e has l itt l e to no c o nn e cti on with the as sert e d c la ims, (b) b oth 
Plaintiff a nd D e fen d ant are headquartered in or around Syracuse , New York; (o) neither Plaintiff 
nor Defendant has a p hysical p re s ence or office in th e St at e of Delaware; (d) the accused 
p roducts ar e manu f actured in th e Northern D istri ct o f New Yor k; (e) all alleged acts giving rise 
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te Plaint iffs federal and 

action to the -^kn^ 

AS A ElGgFH- SEVENTH AFFIRMATIVE DEFENSE 

33t3L Plaintiffs claims are barred by the doctrine of election of remedies. 
AS AN EIGHTH AFFIRM ATIVE DEFENSE 

32. The '343 patent is unenforceable on t he basi s that r ep resentatives of t he Trcsness 

Irrevocable Paten t Tru st ("Trcsness Trust"), the original assi g nee of the pate n t; Arr ow 
Communications Laboratories, Inc. ("Arcom"), and Arcom Automatics, L.'LX., the original 
licensees o f the patent during the prosecution of the p atent applications before the United States 
Patent and Trademark Office ("PTO") and/or at the time the application and issue fees were due, 
claimed that they were entitled to small entity status. Upon further information and belief one or 
more of these representatives made these claims of small entity status with intent: to deceive the 
PTO in order to pay reduced fees, knowing that those entities, including affiliates, had over 500 
employees and/or had conveyed rights in the invention to other entities who did not qualify as 
small entities, 

AS A NINTH AFFIRMATIVE DEFENSE 

33. The '343 patent is unenforceable on the basis that the subject matter of the '343 
patent was invented by Michael Lamb of Eagle Comtronics, Inc., then a subordinate of Jerry 
Gould, a named inventor of the '343 patent. Upon information and belief, Jerry Gould executed 
a false declaration claiming that he had invented the subject matter of the '343 patent with the 
knowledge that he was not an inventor of the such subject matter. Upon further information and 
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belief, during the prosecution of the '343 patent, Arcom, Andrew Tresness and the Tresness 
Trust had knowledge that Gould was not a true inventor and yet continued with the prosecution 
of the patent application through issue. 

AS A TENTH AFFIRMATIVE DEFENSE 

34. The '343 patent is also unenforceable on the basis that Arcom and Tresness Trust 
have attempted to enforce a patent known to be invalid under the Patent -Laws including but not 
limited to 35 U.S.C. §§ 102(b), 102(f), 103(a) and has therefore committed patent misuse. 
AS AN ELEVENTH AFFIRMATIVE DEFENSE 

35. The f 838 patent is unenforceable on the basis that representatives of the Tresness 

Irrevocable Patent Trust ( "Tresness Trust"), the original assignee of the patent, Arcom, and 
Arcom Automatics. L.L.C, the original licensees of the patent, during the prosecution of the 
patent application before the United States Patent and Trademark Office ("PTO") at the time the 
a pplication and issue fees were due, and/or at the times the maintenance fees were paid, claimed 
that they were entitled to small entity status. Upon further information and belief one or more of 
these representatives made these claims of small entity status with intent to deceive the PTO in 
order to pay reduced fees, knowing that those entities, including affiliates, had over 500 
employees and/or had conveyed rights in the invention to other entities who did not qualify as 
small entities, 

AS A TWELFTH AFFIRMATIVE DEFENSE 
36, The '838 paten t is une nf orceable on the bas is that La w r enc e P. Trapani 
('Trapani' 1 ), the patent attorney who prosecuted t he a p plication that led to the patent, knowingly 
and with intent to mislead the PTO, in the Detailed Discussion of References submitted with a 
Petition to Make Special made affirmative misrepresentations in characterizing an article 
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entitled "Designing the Return System for Full Digital Services ( M thc Stoneback 1995 Article"). 
Despite the fact that the Stoneback 1 995 Article disclosed a diplex arrangement with the addition 
of flat loss in the return band, as acknowledged by Trapani in an October 4, 2002 letter to 
Kenneth Watov, Trapani misrepresen t ed to the F TP Examiner that "the Stoneba ck et al. article 
leaches away from employ i n g an a ttenuator in association with the return path filter, in a CAT V 
cable sy st em" a n d t hat "the Stoneback et ah article would di scourage an y thou g ht to construct a 
diplex-ty p e fil te r w ith fla t loss, to control the return path loss in a 2-way CATV cable system," 
The FTP Examiner relied on these misrepresentations of material facts in deciding to allow the 
application to issue as a patent: 

AS A THIRTEENTH AFFIRMATIVE DEFENSE 
37. The '838 patent is also unenforceable on the basis that Arcom and Tresness Trust 
have attempted to enforce a patent known to be invalid under the Patent Laws including but not 
limited to 35 U.S.C. §§ 102(b), 102(1), 103(a) and has therefore committed patent misuse. 

COUNTERCLAIMS 

Defendant and Counterclaim-Plaintiff John Mezzalingua Associates, Inc., doing business 
as PPC, for its Counterclaims as against Plaintiff and Counterclaim-Defendant Arrow 
Communications Laboratories, Inc., and Counterclaim-Defendant Tresness Irrevocable Patent 
Trust, alleges as follows: 

AS A FIRST COUNTERCLAIM FOR DECLARATORY JUDGMENT 

MiM- PPC asserts counterclaims for declaratory judgment of patent non- infringement, 
invalidity, and unenforceability, and for patent infringement under the Patent Laws of the United 
States, Title 35 of the United States Code and Declaratory Judgment Act, 28 U.S.C §§ 2201 and 
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2202, for violations of the Antitrust Laws of the United States, Title 15 of the United States 
Code. 

36:39, The Court has jurisdiction over this counterclaim pursuant to 28 U.S.C. § 1331, 
1337(a), 1338(a), 1338(b) and 1367(a). 

y£4(). Defendant and Counterclaim-Plaintiff John Mezzalingua Associates, Inc., doing 
business as PPC ("PPC") is a corporation formed under the laws of the State of Delaware and 
has its principal place of business at 6176 East Molloy Road, East Syracuse, New York 13057. 

2fe4L Upon information and belief, Plaintiff and Counterclaim-Defendant Arrow 

Communications Laboratories, Inc., ("ARCOM"), is a New York corporation and has its 
principal place of business at 185 Ainsley Drive, Syracuse, New York 13210. 

39:42, U pon information and belief, Counterclaim-Defendant Tresness Irrevocable 
Patent Trust ('Tresness Trust") is a trust established under the laws of the State of New York 
with a place of business of 2030 Erie Boulevard East, Syracuse, New York 13224. 

40:43. From at least April 28, 1998 until at least June 2, 2005, Tresness Trust was the 
assignee of U.S. Patent No. 5,745,838 ("the '838 patent). 

44 ;44. From at least January 6, 2004 until at least May 19, 2004, Tresness Trust was the 
assignee of U.S. Patent No. 6,674,343 ("the '343 patent). 

42 r4 5 . Upon information and belief, on May 19, 2004, Tresness Trust assigned at least a 
portion of its interest in the '343 patent to ARCOM. 

45r46. Upon information and belief, on June 2, 2005, Tresness Trust assigned at least a 
portion of its interest in the '838 patent to ARCOM. 
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44:47. Upon information and belief, depending on the specific nature and content of the 
transaction between Tresness Trust and ARCOM, ARCOM and/or Tresness Trust does not have 
standing to sue for infringement of the '838 patent and/or the '343 patent. 

44t48. PPC manufactures and sells a superior quality filter for incorporation in cable 
television networks which, upon information and belief, ARCOM asserts and Tresness Trust has 
asserted that PPC infringes unspecified claims of the '838 patent. 

4&49, PPC manufactures and sells unspecified other filters which ARCOM and Tresness 
Trust have asserted infringe unspecified claims of the '343 patent. 

4?t50. ARCOM and Tresness Trust have also purportedly asserted that sale and use of 

PPC's filters by its distributors and customers infringe unspecified claims of the '838 patent and 
the '343 patent. 

48t5L PPC denies that any of its products infringe any valid claim of the '838 patent or 
the '343 patent and asserts that each and every asserted claim of the '838 patent and the '343 
patent is invalid. 

49v52. A justiciable controversy exists between PPC, ARCOM and Tresness Trust as to 
the ownership, validity, enforceability and alleged infringement of the '838 patent and the '343 
patent by any actions of PPC. 

$&r5 3. The claims of the '838 patent and the '343 patent fail to satisfy the requirements 
of patentability under Title 35 of the United States Code, including but not limited to 35 U.S.C. 
§§ 101, 102, 103, 112, 132 and 305. 

&h54. The claims of the '838 patent and the '343 patent are invalid. 

53r55. The '838 patent and the '343 patent are unenforceable. 

§3t56. PPC has not infringed any valid claim of the '838 patent or the '343 patent. 
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AS A SECOND COUNTERCLAIM FOR PATENT UNENFORCEABILITY OF THE 343 

PATENT 

$4-57. PPC repeats and realleges the allegations contained in paragraphs 35-38 through 
53-56 above as if fully restated herein. 

55:58, Jerry M. Gould ("Gould") purports to be a named inventor of the '343 patent. 

5^; 59. From approximately February 1987 through May 1997, Gould was employed by 
Eagle Comtronics, Inc. ("Eagle"), of Liverpool, New York. From approximately 1988 through 
1997, Gould served as Eagle's Manager of Manufacturing Engineering. 

5-7t60. From at least 1987 through 2005, Eagle has manufactured and sold electronic 
filters and traps for inclusion in community antenna television ("CATV") and broadband signal 
distribution systems. 

58t6 1. . From approximately May 1991 through March 1997, Gould supervised the work 
of Michael Lamb. 

i&62. During approximately 1992, Michael Lamb, in the course of his duties as an 

employee of Eagle, worked on designing a collet assembly for a female end of a CATV filter that 
utilized a round pin collet assembly, a insulator that fit snugly around the round pin collet 
assembly and an O-ring between the insulator and the inside of the female terminal connector of 
a CATV filter. A copy of one of the designs created by Michael Lamb in 1992 is attached to this 
Answer as Exhibit B. 

60:63. During approximately 1992, Gould directly supervised Lamb and would regularly 
review design drawings prepared by Lamb. Upon information and belief, during approximately 
1992, Gould reviewed the design created by Lamb attached hereto as Exhibit B. 

64t64, Mr. Gould routinely attended senior staff and product meetings during the course 
of his employment at Eagle. Mr. Gould attended at least several product meetings in 
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approximately 1992 during which employees of Eagle discussed a project incorporating Lamb's 
design utilizing a round pin collet assembly. 

62-65, During at least approximately 1992, Mr. Gould was actively involved in Eagle's 
round pin collet assembly project. 

63?66. The subject matter of the parent application of the '343 patent, Application Ser. 
No. 09/382,064 ("the '064 application"), was not invented by Gould, but rather was derived from 
the 1992 invention of Michael Lamb. 

6 4 t67. By letter dated May 25, 2001, Eagle's counsel notified Arcom's counsel, 
Lawrence P. Trapani, that at least a portion of the subject matter of the '064 application was 
invented by Lamb working under Gould's supervision in 1992. 

6-MS8. After receiving notice of Lamb's invention of the subject matter of the '064 
application, Arcom allowed the '064 application to issue as U.S. Patent 6,323,743 and filed a 
continuation application, Application Ser. No. 09/898,543 ("the '543 application"), which 
claimed priority of invention to the '064 application and which ultimately issued as the '343 
patent. 

66.69. The prosecution of the '343 patent was undertaken by Arcom and Tresness Trust 
with knowledge that Gould was not the inventor of the subject matter of '543 application or '064 
application. 

6-7t70. On or about January 6, 2003, Arcom and Tresness Trust filed in the PTO with 
respect to the '543 application an Amendment, Declaration of Gregory A. Tresness and 
Declaration Jerry M. Gould pursuant to 37 C.F.R. § 1.132. 
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6&71. In the Tresness and Gould Declarations, Arcom and Tresness Trust represented to 
the Patent Office, under penalty of perjury, that Arcom did not begin working on the subject 
matter of the '064 application until March 1999 and did not complete its design until Junel999. 

69 t72. On or about December 23, 1999, PPC filed a Declaration of Raymond Palinkas in 
the Northern District of New York in Civil Action No. 99-CV-1320-HGM-GLS. The Palinkas 
Declaration included drawings of two versions of PPC's SHP3-50 high pass filter. The drawings 
contained revision blocks showing a date of invention of PPC's SHP3-50 filter at least as early as 
September 25, 1998. 

7Qt73. Between approximately January 2000 and April 2000, Arcom and Tresness Trust 

attorney Lawrence Trapani obtained a copy of the Palinkas Declaration and drawings of PPC's 
SHP3-50 connectors. 

~7~h74. On or about April 27, 2000, Trapani submitted a Supplemental Information 
Disclosure Statement with respect to the '064 application. 

72 . 75. The Supplemental Information Disclosure Statement included excerpts of the 
drawings of the PPC SHP3-50 drawings from the Palinkas Declaration. Arcom' s and Tresness 
Trust attorney Trapani redacted various portions of the drawings, including but not limited to the 
revision blocks showing the dates of the invention by PPC in 1998, well before Arcom and its 
employees began working on the subject matter of the '064 application. 

75t76. Upon information and belief, Trapani redacted the dates on PPC's drawings with 
the intent to mislead the Examiner as to the priority of invention of PPC's SHP3-50 filters over 
the subject matter of the '064 patent. 

74r77» On or about April 27, 2000, Arcom and Tresness Trust attorney Trapani prepared 
a Preliminary Amendment and two Supplemental Declarations for Patent Application. 
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7-5; 78, The Preliminary Amendment added claims 23-25 that were intended to read upon 
PPC's SHP3-50 product. Claims 23-25 substantially issued as claims 1-3 of the '343 patent. 

76:79. The Supplemental Declaration executed by Jerry Gould on April 24, 2000 claims 
that Gould is the original, first and sole inventor of the subject matter of the Preliminary 
Amendment. 

7?r80, The Supplemental Declaration executed by Gould was false and was known to be 
false by at least Gould and Trapani as they had in their possession copies of the drawings 
attached to the Palinkas Declaration showing a date of invention by PPC in 1998. 

?&81. Upon information and belief, the Supplemental Declaration executed by Gould 

was submitted to the PTO by and on behalf of Arcom with the intent of misleading the Examiner 
as to the priority of invention of PPC's SHP3-50 filters over the subject matter of the '064 patent. 

7-9t82. But for the false, fraudulent and knowing misrepresentations, omissions and 
declarations submitted by or on behalf of Arcom, the claims of the '343 patent would not have 
issued. 

83. To the extent that such false, fraudulent and knowing misrepresentations, 
omissions and declarations were made on behalf of Tresness Trust, they have been ratified, 
approved, endorsed and encouraged by Arcom. 

84r84. The '343 patent is unenforceable by reason of inequitable conduct and fraud upon 

the Patent Office by Arcom and Tresness Trust. 

AS A THIRD COUNTERCLAIM FOR PATENT UNENFORCEABILITY OF THE 838 

PATENT 

85. PPC repeats and re al leges the allegat ions contained in para gra phs 38 through 84 
abov e as if fu ll v restated herein. 
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86. On March 14. 1997, Application Ser. No. 08/818,231 ("the '23 1 application") was 
filed in the PTO. The '23 1 application eventually issued as the '838 patent, 

87. Trapani prosecuted the '23 1 application that led to the '838 patent. 

88. On November 1,9, 1 997. Trapani faxed to the FTP a "Petition to Make Specia l " 
for the '231 ap p lication, requesting expedited review of the a p plication, 

89. In the Petition to Make Sp e c ial Trapani represented that he had included "a 

detailed discussion of the references deemed most closely related to the subject matter 
encompassed by the claims of the application, which discussion poin t s out . . . how the clai med 
subject matter is patentable over said references." 

90. One of the references discussed by Trapani in the "Detailed Discussion of 

References" was an article entitled "Designing the Return System for Full Digital Services/' by 
Dean A. S tone-back, and William F. Beck of General Instrument Communications ("Stoneback 
1995 Article") 

• 91 . The Stoneback 1.995 Article indicates that "[t [ here are two basic methods for 
adding loss to the return path in the feeder system. Pne is to diplex within a tap/drop device and 
add some flat loss in the return band. The other is to deploy an equalizer." 

92. The Stoneback 1 995 Article goes on to say that "|f]he device that adds flat loss in 
the return path is more difficult to m an ufacture , but d oes allow the loss chosen for the return path 
to be fully independent of the forward path/ 1 

93, In hi s De ta i l ed Discussion of References , attem p t i n g to point out the differences 

between th e p rio r art a n d the invention d is clo sed a nd cla i med in th e ! 23 1 a p plication, Trapani 
represented that "the Stoneback et al article teaches away from employing an attenuator in 
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association with the return path filter, in a CATV cable system, because it was thought to be 
more difficult and expensive to manufacture than an alternat ive approach (i.e., equalizer)." 

94. Trapani also claimed that "the Stoneback et ah article would discourage any 
th o ugh t to constru ct a dip lex-type filter with flat lo ss, to contro l the return path loss in a 2-way 
CATV cable system," in arguing that that "claims 1 . 2-2 4 a nd 39 - 42 a r e patentable over the abov e 
references, and are in condition for allowance." 

95. Trapani's c ha r acterizations o f the Stoneback. 1995 Art ic l e were fa l se and 

misleading. 

96. On January 2 L 1998. the USPTCX relying on Trapani's statements, mailed a 

" Notice of Allowability" allowing all 42 claims of the '23 1 a p p l ication. In his statement of 

reasons for allowance, the examiner indicated that "the prior art of record, namely . . . the 
Stoneback et al article, cited by the applicant, alone or in combination, do not teach or fairly 
suggest that variously claimed, as set forth in the 'Detailed Discussion of the References', Paper 
#3." 

97. The FTP Examiner relied on these misrepresentations of material facts in 
deciding to allow the application to issue as a patent. 

98. Three months later, on April 28, 1998, the '838 patent issued. 

99. In a n October 4, 2002 le t t e r t o Kenneth W'atov, Tra pa ni ackn o wledged that the 
Stoneback 1995 A rticle disclosed a di pl e x a rran g emen t with the addition of flat loss in the return 
band, 

100. Tra pan i's u nderst a nding of the Stoneback 1 995 A rticle did n ot chan g e between 

the time he prosecuted the '23 1 application and the time this lawsuit was filed. 
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101 . Upon information and belief, Trapani. knowingly and with intent to mislead the 
PTO. made affirmative misrepresentations in characterizing the Sfoneback 1 995 Article. 

102. The '838 patent is unenforceable by reason of inequitable conduct and fraud upon 
the Patent Office by Arcom and Tresness Trust. 

AS A FOURTH COUNTE'RCLAIM FOR PATENT UNENFORCEABILITY OF THE '838 

PATENT AND '343 PATENT 

1 03. PPC repeats and realleges the allegations contained in paragraphs 38 through 1 02 
above as if fully restated herein. 

104. Representatives of the Tresness Tresness Trust the original assignee of the ! 838 
patent and 343 patent Arcom, and Arcom Automatics. L.L.C., the original licensees of the 
pa te n t s , d u r in g t h e pro s e cution of the p a tent appli cat ions befo re the U nited States P atent and 
Trademar k Office at the time th e applicati on an d iss u e fees were due, and/o r at th e times the 
maintenance fees were pai d, cl a imed tha t the y we re entitle d t o small enti ty status. 

105. I nc l u de d in the patent applic a t i ons fo r bo th the '838 patent a nd t he ' 343 p a te n t 

were claims of small entity status, including "Verified Statements (Declarations) Claiming Small 
Entity Status (37 C.F.R. 1 .9(0 and 1 .27(c)) ~~ Small Business Concern" filed by (\) Arnold J. 
Modes. Trustee of the Tresness Trust (ii) Gregory A. Tresness, President of Arcom and ( iii) 
Gregory A. Tresness, Manager of Arcom Automatics, L.L.C. 

106. The small entity declarations claimed that, for each entity, "the number of 
employees . . . , including those of its affiliates, does not exceed 500 persons" and 
"acknowledge^] the duty to file . . . notification of any change in status resulting in a loss of 
entitlement to small entity status prior to paying, or at the time of paying, the earliest of the issue 
fee or any maintenance fee due after the date on which the status as a small business entity is no 
longer appropriate, " 
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1 07. The small entity issue fee for the '838 patent was paid on or about January 29, 
1998 and small entity maintenance fees for the f 838 patent were paid in or around 2002 (4 th Year) 
and 2006 (8 th Year). 

1 08. The small entity issue fee for the 343 p at ent was pai d on or ab o ut September 25, 

2003. 

1 09. Arcom has enjoyed rights in th e '838 patent and '34 3 pate nt since issuance. 

110. Upon information and belief Arcom had ne a rly 800 employees since at least 

2002, 

III, The small entit y p a ym ent s for the '838 patent and '343 patent were made falsely 

and improperl y claiming smal l entity status, 

1 12, Upon information and belief these claims of small entity status were made with 
intent to deceive the PTO in order to pay reduced fees, knowing that the patent owners, including 
affiliates, had over 500 employees and/or had conveyed rights in the invention to other entities 
who did not: qualify as small entities. 

1 13. The "838 patent and '343 patent are unenforceable by reason of inequitable 
conduct and fraud upon the Patent Office bv Arcom and Tresness Trust. 

AS A MR^ FIF rH COUNTERCLAIM FOR MONOPOLIZATION 
82t 1 14. PPC repeats and realleges the allegations contained in paragraphs 3-5-38 through 

#4-1 1 3 above as if fully restated herein. 

33t1 IS. A cable television filter is a small generally cylindrical device that serves to 

condition, improve or selectively block access to at least a portion of the signals carried on a 

cable television or broadband signal distribution network. Filters typically have a cylindrical 

housing and at least one female and one male terminal connector. 
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84-. 1 16. Arcom and PPC are each engaged in the business of developing and selling 
products for the cable television and broadband industries, including cable television filters that 
include (i) a filter housing with moisture seals at the female terminal connector to prevent the 
ingress of moisture and contaminants that might degrade the performance of the filter and (ii) 
cable television filters that provide fixed attenuation in the return path of those systems . 

8£rl 1 7. Upon information and belief, Arcom has monopolized the market in the United 
States for cable television filters which include a filter housing with moisture seals at the female 
terminal end ("Sealed Filters") since approximately 2001. 

11.8. Upon information and belief- Arcom has monopolized the market in the United 

States for c ab le t el e visio n filter s that provide fi x ed attenuation in t he ret u r n path ("Step 
Attenuators") since approximately 1998. 

■8&1 19. Upon information and belief, Arcom controls between 30 and 40 percent of the 
market for cable television Sealed Filters. 

120. Upon informat ion and belief. Arcom cont rols bet ween 30 and 40 percent of the 
market for cable television Step Attenuators, 

8-7-12 1. Arcom' s Sealed Filter products are the subject of U.S. Patent Nos. 6,323,743 
("the '743 patent") and U.S. Patent No. 6,674,343 ("the '343 patent"). 

1 22. Arcom's Step Attenu a tor produc ts are the sub j ect of t h e '838 pat en t: . 

&8t 123. Upon information and belief, t he '838 patent, the '743 patent, and the '343 patent 
issued to Tresness Trust, but have been recently assigned to Arcom. 

^7 124. The '838 patent, the '743 patent, and the '343 patent were procured through 
inequitable conduct and fraud upon the Patent Office and are unenforceable. 
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90:1 25 T he '743 patent and the '343 patent are invalid over the prior art and were not 
invented by the named inventors, but rather were wrongfully derived from the 1992 invention of 
Michael Lamb. 

1 26. The '838 patent is invalid over prior art, 

9W27At the time Arcom asserted that PPC infringed the '838 patent and '343 patent, 
Arcom, Tresness Trust and its attorneys knew that the claims of the '838 patent and '343 patent 
were invalid and unenforceable. 

92rl2 8.Upon information and belief, Arcom and Tresness Trust devised a scheme to 
assert the invalid and unenforceable '838 p atent and '343 patent against PPC in order to harm 
PPC's cable television filter business and, thereby, to further Arcom's monopoly of the Step 
Attenuator market and/or Sealed Filter market. 

9-3r 1 29 i n furtherance of this scheme, Tresness Trust assigned the '838 patent; '743 
patent, and '343 patent to Arcom knowing the claims to be invalid and the '838 patent and '343 
patent to be unenforceable, for the purposes of attempting to extract royalties and/or damages 
from PPC, and/or to exclude PPC from the markets for Step Attenuators and/or Sealed Filters. 

130. On June 3. 2005, Arcom asserted that PPC infringed the claims of the '838 patent 
knowing that the claims were invalid and that the '838 patent: was obtained through inequitable 
conduct and fraud upon the Patent Office. 

94rl3L On October 3, 2005, Arcom asserted that PPC infringed the claims of the '343 
patent knowing that the claims were invalid and that the '343 patent was obtained through 
inequitable conduct and fraud upon the Patent Office. 



20 



95.132. The assertion of a claim for infringement of the '838 patent and '343 patent has 
been in bad faith and for the purpose of harming PPC's Sealed Filter business and to wrongly 
perpetuate its monopoly of the Step Attenuator market and/or Sealed Filter market. 

96rl33. As such, Arcom's claim of infringement of the '838 patent and '343 patent is 
intended to extend the scope of the '838 patent and '343 patent beyond its permissible bounds, 
thereby, to impermissibly exclude competition from the Step Attenuator market/or and Sealed 
Filter market. 

9^rl34. PPC has been injured by reason of Arcom's wrongful acts and has suffered 
pecuniary harm in an amount to be determined at trial. 

9$rl35. At all relevant times, Arcom has acted with the specific intent to harm PPC and to 
eliminate PPC from competing in the Step Attenuator and/or Sealed Filter market. 

99? 13 6. Arcom has engaged in willful, exclusionary and anticompetitive conduct in 
violation of 15U.S.C. §2. 

400: 137. Arcom possesses monopoly power in the ynt4ed -Unit:ed States in the 
markets for Step Attenuators and/or Sealed Filters. 

40-1-7 138. Arcom's attempts to enforce its patent rights and its assertion of a claim of 

infringement of the '838 patent and '343 patent against PPC and others, including but not limited 
to Eagle Comtronics, Inc., have been made in bad faith, inasmuch as Arcom at all times knew 
that PPC infringed any valid or enforceable claim of the '838 patent and '343 patent. 

403rl39. Arcom's enforcement of the '838 patent and '343 patent constitutes a 
willful attempt to extend the scope of protection afforded by the Patent Laws beyond their 
permissible bounds constitutes misuse of said patents and is impermissible exclusionary and 
anticompetitive conduct under 15, U.S.C. § 2. 
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103,140, Arcom's impermissible exclusionary and anticompetitive conduct has had 

a significant and substantial effect on interstate commerce. 

H)4vl41. Arcom has unlawfully monopolized United States commerce in the Step 

Attenuator mark e t and/or Sealed Filter market through impermissible exclusionary and 
anticompetitive conduct. 

4-0§t142. PPC has suffered and will suffer substantial damages by reason of 

Arcom' s misuse of its patents in furthering and maintaining its monopolization of the St e p 
A tte n u at or market and/or Sealed Filter market. 

4-Q&7143. PPC is entitled to recover treble damages and costs, including attorneys' 

fees, by reason of Arcom's misuse of its patents in furthering and maintaining its monopolization 
of the Step Attenuator market and/or Sealed Filter market pursuant to 15 U.S.C. § 15. 

40-7? 1 44. PPC is entitled to injunctive relief against threatened loss or damage by 

reason of Arcom's misuse of its patents in furthering and maintaining its monopolization of the 
Step Attenuator market and/or Sealed Filter market, pursuant to 15 U.S.C. § 26. 
AS A FOURTH SIXTH COUNTERCLAIM FOR ATTEMPTED MONOPOLIZATION 

448? 145. PPC repeats and realleges the allegations contained in paragraphs 35 38 

through 407- 1 44 above as if fully restated herein. 

4Q9t146. Arcom has engaged in willful, exclusionary and anticompetitive conduct 

in violation of 15 U.S.C. § 2. Arcom has acted with the specific intent to monopolize the Ste p 
Attenuato r market and/or Sealed Filter market in the United States. 

44-0t147. To the extent that Arcom does not already possess monopoly power in the 

Step Attenuator market and/or Sealed Filter market in the United States, there is a dangerous 
probability that Arcom's willful, exclusionary and anticompetitive actions will, if left unchecked, 
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enable Arcom to achieve monopoly power in the Untied States over the Step Attenuator market 
and/or Sealed Filter market. 

444tI48. PPC has suffered and will suffer substantial damages by reason of 
Arcom's attempted monopolization in an amount to be determined at trial. 

44^t 149. PPC is also entitled to recover treble damages and costs, including 

attorneys' fees, by reason of Arcom's attempted monopolization of the Step Attenuator market 
and/or Sealed Filter market pursuant to 15 U.S. C. § 15. 

444rl50. PPC is entitled to injunctive relief against threatened loss or damage by 

reason of Arcom's attempted monopolization of the Step Attenuator market and/or Sealed Filter 
market, pursuant to 15 U.S.C. § 26. 

AS A fftFH^SEVENTH COUNTERCLAIM FOR UNFAIR COMPETITION 

444t I51. PPC repeats and realleges the allegations contained in paragraphs 33-38 

through 44-3 -1 50 above as if fully restated herein. 

44-5-.- 152. Arcom's conduct as described above constitutes unfair competition in 

violation of the common law of the State of New York. 

446? 153. PPC has been injured by reason of said violations, and has suffered 

damages in an amount to be determined at trial. 

4434 54. PPC is also entitled to punitive damages in an amount that is just and 
adequate to punish Arcom for its wanton, willful and malicious conduct. 

AS A SIXTH EIGHTH COUNTERCLAIM FOR PATENT INFRINGEMENT 

155. PPC repeats and realleges the alle g ations contained in paragraphs 38 through 1 54 
a bove as if fu l ly restate d herein. 
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44&-156. This is an action for patent infringement under the Patent Laws of the 

United States, including 35 U.S.C. § 271. 

149-157. On May 18, 2004, the U.S. Patent and Trademark Office duly and legally 
issued U.S. Patent No. 6,737,935 ("the '935 patent") entitled DIPLEX CIRCUIT FORMING 
BANDSTOP FILTER to PPC. A copy of the '935 patent is attached as Exhibit A. 

4£Qrl58. PPC has been the lawful owner of all right, title and interest in the '935 
patent at all times since it issued. 

4^4~rl59. Defendant has been and still is infringing one or more of the claims of the 

'935 patent by importing into the United States, using, selling and offering for sale diplex circuit 
forming bandstop filters that are covered by at least one claim of the '935 patent. 

433k 160. PPC has suffered damage by reason of Defendant's infringement of the 
'935 patent, and will continue to suffer additional damage unless this Court enjoins Defendant 
from continuing such infringing acts in the future. 

423? 161. Defendant's infringement has been deliberate and in willful disregard of 
PPC's rights in the '935 patent. 

424:162. PPC has no adequate remedy at law. 

Defendant and Counterclaim-Plaintiff hereby demands a trial by jury of all issues so triable. 

WHEREFORE, Defendant and Counterclaim-Plaintiff PPC seeks judgment against 
ARCOM and Tresness Trust: 

a. Dismissing Arcom's Complaint in its entirety; 
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b. Determining the respective interests of ARCOM and Tresness Trust in the '838 
patent and/or the '343 patent and whether ARCOM is the proper party plaintiff to 
assert its claims; 

c. Declaring that PPC has not directly or contributorily infringed, or induced 
infringement of the '838 patent and/or the '343 patent : 

d. Declaring that the claims of the '838 patent and/or the 343 patent are invalid; 

e. Declaring that the ! 838 patent and / or th e '343 patent is unenforceable; 

f. Enjoining ARCOM from asserting or charging that PPC's or its customer's and 
distributor's manufacture, use, offer for sale, or sale of PPC's filter product 
constitutes infringement of the '838 patent and/or the '343 patent; 

g. Entering judgment in PPC's favor on its antitrust, unfair competition and patent 
infringement claims and awarding PPC compensatory damages in final amounts 
to be determined at trial; 

h. Awarding PPC punitive damages in an amount that is just and adequate to punish 
Arcom for its wanton, willful and malicious conducts 

i. Preliminarily and permanently enjoining Arcom from its impermissible 
exclusionary and anticompetitive conduct and from infringing the '935 patent; 

j. Awarding PPC damages to compensate for Arcom's infringement of the '935 
patent; 

k. Awarding treble damages for Arcom's antitrust violations and willful 

infringement of the '935 patent; 
1. Awarding to PPC interest on the amount of damages found, including 

prejudgment interest; 
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m. .Finding that this is an exceptional case pursuant to 35 U.S.C. § 285; 



n. Awarding PPC its costs in this action, including reasonable attorneys' fees; and 
o. Granting PPC such other and further relief as the Court deems just and proper. 
Pate: . 2006 



Jam es R. Muldoon (B a r Roll No. 5067721 
Denis .1. Sullivan (Bar Roil No. 5 12997) 
Wall Mar jam a & Bilins ki LLP 
101 South Salina St.. Suite 400 
Sy racuse. NY 13202 
Telephone: (3151 425-9000 

Facsimile: (315) 425- 91 14 

Attorneys for Defendant and Counterclaim 
Plaintiff Joh n M ezzalingua A s socia te s. I nc. 



Dat e d: Octobe r 1 8 , 2005 



CONN O LLY BOVE LODGE & HUTZ LLP 

______ By: — -/sZ-Jeffie-v-l^^ove — 

1 Jeff ery B . Bove , A 9 9 8 

— — — — — ' Th e N e mours Building 

-HM)7-N0rth-Ofange-Stfe€t 
■Suite-878 

Telr{302) 658-9-1:41 
fex-H-302)-6#«-5Cv-14' 

Of-Geunsei: 

Jam e s R. Muldoon, Esq. 
JO J-South Salina Street: 
S uit e 4 0 0 

SyraeiiserNew-Y-erk-4-3202 
Tel e phon e : (315) 1 25 9000 




John Mezzalingua A s so c iates, Inc. d/b/a PPC 
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